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DETAILED ACTION 
Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Long/, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel } 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



1 . Claims 1-14 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1-18 of U.S. Patent No. 7,259,803 in view 
of US Patent No. 5,677,045. 

'803 fails to claim that the resin sheet, in addition to the glass fiber cloth-like 
material, further comprises inorganic particles, let alone that they are silica particles, or 
that they are present in the amount of 1 5 to 60 weight %. 

However, '045 teaches that a resin sheet comprising a glass fiber cloth-like 
material (sheet obtained by impregnating a woven reinforcement with a resin 
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component that is layered, piece of cloth made of inorganic type fiber glass, column 6, 
lines 57-65) further comprises inorganic particles (woven reinforcement and an 
inorganic filler, column 2, lines 50-55, which are particles added to a matrix to improve 
its properties), such as silica particles, for the purpose of adjusting the coefficient of 
thermal expansion (column 5, lines 30-37). Thus, although '045 fails to teach that the 
silica particles are present in the resin sheet in an amount of 15 to 60 weight %, in the 
absence of a demonstration of criticality, it would have been obvious to one of ordinary 
skill in the art, to have added the silica particles in an amount within the claimed range 
of 15 to 60 weight %, to the resin layer in addition to the glass fiber cloth-like material, to 
fill in the portions of the resin layer that is not occupied by the glass fiber cloth-like 
material, for the purpose of adjusting the thermal expansion coefficient of the resin 
sheet. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made, to have added inorganic particles to the resin sheet 
claimed by '803, such as silica particles, in addition to the glass fiber cloth-like material, 
in an amount within the claimed range of 15 to 60 weight %, in order to adjust the 
thermal expansion coefficient of the resin sheet, as taught by '045. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 
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(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

2. Claims 1-2, 5-8, 10-14 are rejected under 35 U.S.C. 102(e) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over Shibahara (US 7,132,154). 

Regarding claims 1-2, 5, 7, Shibahara teaches a resin sheet (plastic sheet 
substrate, column 10, lines 12-13), characterized in that it comprises a cured epoxy 
resin layer (column 7, lines 55-60) containing in a resin (epoxy resin (a), column 7, lines 
55-60) a glass fiber cloth-like material (glass filler (b), glass cloths most preferred, 
column 9, lines 1-8) and inorganic particles (composite composition may further contain 
another inorganic filler, column 6, lines 43-47, which are particles added to a matrix to 
improve its properties). Shibahara teaches that the refractive index difference between 
the epoxy resin that forms the cured resin layer and the glass fiber cloth-like material is 
more preferably not more than 0.005 (column 3, lines 20-25), which is within the 
claimed range of 0.01 or less. Shibahara teaches that the light transmittance of the 
resin sheet is 88% or more when measured at 550 nm (columns 13-14, lines 50-60), 
which is within the claimed range of 88% or more. 

Thus, although Shibahara fails to disclose that the resin sheet is structured to 
have a haze value of 10% or lower, where the claimed and prior art products are 
identical or substantially identical in structure and composition, or are produced by 
identical or substantially identical processes, a prima facie case of either anticipation or 
obviousness has been established, and the claimed properties are presumed to be 
inherent. See MPEP 21 12.01 . If there were to be any differences in structure or 
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chemistry, these differences are presumed to be minor and obvious in the absence 
evidence to the contrary. In the instant case, Shibahara teaches the presently claimed 
composition, as described above, and that the resin sheet has improved smoothness 
and good transparency (column 10, lines 12-15), wherein the transparency is not 
impaired by the components of the resin sheet (column 9, lines 45-48). Shibahara 
teaches that the diffused refraction of light passing through the resin is undesirable 
(column 1 , lines 55-58), which means that haze is undesirable. 

Regarding claim 6, Shibahara teaches that the coefficient of linear expansion is 
equal to or less than 2.0 x 10" 5 at 30 to 150 °C (most preferably not more than 20 ppm, 
column 10, lines 1-6), which is within the claimed range of equal to or less than 
5.0 x 10- 5 at25 to 160 °C. 

Regarding claim 8, Shibahara teaches that a gas barrier layer is further 
laminated on the resin sheet (column 10, lines 20-22). 

Regarding claims 10-11, Shibahara teaches a liquid crystal display device 
characterized in that it inherently comprises as a liquid crystal cell substrate (liquid 
crystal display device substrate, in particular of the active matrix type, column 15, lines 
30-32), the resin sheet described above (transparent composite composition, column 
15, lines 25-30). 

Regarding claims 12-13, Shibahara teaches an electroluminescence display 
device, characterized in that it comprises a substrate (organic EL device substrates, 
column 15, lines 30-31) characterized in that it comprises the resin sheet described 
above (transparent composite composition, column 15, lines 25-30). 
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Regarding claim 14, Shibahara teaches a substrate for a solar cell that 
comprises the resin sheet described above (solar cell substrates, column 15, lines 25- 
35). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 3-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shibahara as applied to claims 1-2, 5-8, 10-14 above. 

Shibahara teaches the resin sheet, characterized in that it comprises a cured 
resin layer containing in a resin a glass fiber cloth-like material and inorganic particles, 
and is structured to have a haze value within the range of 10% or lower, as described 
above. Shibahara fails to specify that the inorganic particles are silica particles, or that 
they are contained in the cured resin layer in an amount within the range of 15 to 60 
weight %. 

However, Shibahara teaches that the glass fiber cloth-like material is a most 
preferred form of the glass filler (b), of which glass particles can also be a part of (glass 
beads, glass flakes, glass powders, column 9, lines 1-8), wherein the glass filler (b) as a 
whole is incorporated more preferably in an amount of 30 to 70% by weight, for the 
purpose of reducing the linear expansion coefficient of the resin sheet (composite 
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formulation, column 9, lines 15-20), and that the resin layer can further comprise 
another inorganic filler (column 9, lines 43-49). Silica particles are a species of glass 
particles. Thus, although Shibahara fails to specify that the silica glass particles are 
present in an amount of 15 to 60 weight %, in the absence of a demonstration of 
criticality, it would have been obvious to one of ordinary skill in the art, to have added 
silica particles in an amount within the claimed range of 15 to 60 weight %, to the resin 
layer, in addition to the glass fiber cloth-like material, to fill in the portions of the resin 
layer that is not occupied by the glass fiber cloth-like material, for the purpose of further 
reducing the linear expansion coefficient of the resin sheet. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made, to have provided inorganic silica glass particles, in an 
amount that is within the range of 15 to 60 weight %, in addition to the glass fiber cloth- 
like material, in the resin sheet of Shibahara, in order to further reduce the linear 
expansion coefficient of the resin sheet. 

4. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shibahara as applied to claims1-2, 5-8, 10-14 above, and further in view of Babb (US 
5,730,922). 

Shibahara teaches the resin sheet, characterized in that it comprises a cured 
resin layer containing in a resin a glass fiber cloth-like material and inorganic particles, 
and is structured to have a haze value within the range of 10% or lower, as described 
above. Shibahara fails to teach that the resin sheet is further laminated with a hard-coat 
layer. 
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However, Babbs teaches a resin sheet (laminate of layers, column 2, line 18) 
comprising a layer comprising glass fiber cloth-like material (woven glass fiber, column 
2, line 40) and an epoxy resin (column 2, lines 44-45). Babbs teaches that the resin 
sheet is further laminated with a layer for providing the surface of the resin sheet with 
scratch resistance (column 2, line 32), which is a hard-coat layer that can resist 
scratching. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made, to have further laminated a hard-coat layer on the resin 
sheet of Shibahara, in order to provide the desired surface protection such as scratch 
resistance, as taught by Babbs. 

5. Claims 1-14 are rejected under 35 U.S.C. 103(a) as being obvious over Akada 
(US 7,259,803) in view of Nagai (US 5,677,045). 

The applied reference has a common assignee, Nitto Denko Corporation, and 
common inventors Harada, Akada and Sakata, with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art only under 35 
U.S.C. 102(e). This rejection under 35 U.S.C. 103(a) might be overcome by: (1) a 
showing under 37 CFR 1.132 that any invention disclosed but not claimed in the 
reference was derived from the inventor of this application and is thus not an invention 
"by another"; (2) a showing of a date of invention for the claimed subject matter of the 
application which corresponds to subject matter disclosed but not claimed in the 
reference, prior to the effective U.S. filing date of the reference under 37 CFR 1.131; or 
(3) an oath or declaration under 37 CFR 1.130 stating that the application and reference 
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are currently owned by the same party and that the inventor named in the application is 
the prior inventor under 35 U.S.C. 104, together with a terminal disclaimer in 
accordance with 37 CFR 1.321(c). This rejection might also be overcome by showing 
that the reference is disqualified under 35 U.S.C. 103(c) as prior art in a rejection under 
35 U.S.C. 103(a). See MPEP § 706.02(l)(1) and § 706.02(l)(2). 

Regarding claims 1, 3-5, Akada teaches a resin sheet, characterized in that it 
comprises a cured epoxy resin layer containing in a resin a glass fiber cloth-like 
material, and is structured to have a haze value of 10% or lower (claims 1, 6-8). Akada 
fails to teach that the resin sheet, in addition to the glass fiber cloth-like material, further 
comprises inorganic particles, let alone that they are silica particles, or that they are 
present in the amount of 15 to 60 weight %. 

However, Nagai teaches that a resin sheet comprising a cloth-like material 
further comprises inorganic particles (woven reinforcement and an inorganic filler, 
column 2, lines 50-55, which are particles added to a matrix to improve its properties), 
such as silica particles, for the purpose of adjusting the coefficient of thermal expansion 
(column 5, lines 30-37). Thus, in an absence of a demonstration of criticality, although 
Nagai fails to jteach that the silica particles are present in the resin sheet in an amount 
of 15 to 60 weight %, in the absence of a demonstration of criticality, it would have been 
obvious to one of ordinary skill in the art, to have added silica particles in an amount 
within the claimed range of 15 to 60 weight %, to the resin layer in addition to the glass 
fiber cloth-like material, to fill in the portions of the resin layer that is not occupied by the 
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glass fiber cloth-like material, for the purpose of adjusting the thermal expansion 
coefficient of the resin sheet. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made, to have added inorganic particles to the resin sheet of 
Akada, such as silica particles, in addition to the glass fiber cloth-like material, in an 
amount within the claimed range of 15 to 60 weight %, in order to adjust the thermal 
expansion coefficient of the resin sheet, as taught by Nagai. 

Regarding claim 2, Akada teaches that the refractive index difference between 
the epoxy resin that forms the cured resin layer, and the glass fiber cloth-like material is 
0.01 or less (claim 1). 

Regarding claim 6, Akada teaches that the resin sheet has a coefficient of linear 
expansion of not more than 3.00 x 10" 5 at 25 to 160 °C (claim 2), which is within the 
claimed range of equal to or less than 5.0 x 10" 5 at 25 to 160 °C. 

Regarding claim 7, Akada teaches that the resin sheet has a light transmittance 
of 88% or higher (claim 3). 

Regarding claim 8, Akada teaches that the resin sheet further comprises a gas 
barrier layer (claim 1 0), which means that it is laminated. 

Regarding claim 9, Akada teaches that the resin sheet further comprises a hard- 
coat layer (claim 9) which means that it is laminated. 

Regarding claims 10-11, Akada teaches that the resin sheet is comprised in a 
liquid crystal cell substrate of a liquid crystal display device (claims 1 1-13). 
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Regarding claims 12-13, Akada teaches that the resin sheet is comprised in a 
substrate in an electroluminescence display (claims 15-16). 

Regarding claim 14, Akada teaches that the resin sheet is comprised in a 
substrate for a solar cell (claim 17). 

Any inquiry concerning this communication should be directed to Sow-Fun Hon 
whose telephone number (571)272-1492. The examiner can normally be reached 
Monday to Friday from 1 0:00 AM to 6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel Morris, can be reached on (571)272-1478. The fax phone number for 
the organization where this application or proceeding is assigned is (571)273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free).- 
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